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REMARKS

This communication is a full and timely response to the final Office Action dated July 19,
2019. Claims 1, 4-11, and 14-20 remain pending, of which claims 1 and 11 are the independent
claims. By this communication, claims 1 and 11 are amended. Reconsideration and allowance
of the present application are respectfully requested in view of the foregoing Amendments and

following Remarks.

Preliminary Matters

Applicant acknowledges with appreciation the Office’s withdrawal of the 35 U.S.C.

§112(b) rejection of the claims.

No Applied Prior Art

Applicant notes that prior art documents are not applied against the pending claims. As
such, it is understood that the application will be in condition for allowance upon resolving the

35 U.S.C. §101 rejection of the claims (discussed in more detail herein).

Interview Summary

Applicant appreciates the courtesies extended by Examiner Norman to Applicant’s
representative in the Applicant-Initiated Interview conducted on October 7, 2019 and
summarized in the Applicant-Initiated Interview Summary issued by the U.S. Patent and
Trademark Office on October 10, 2019.

In the interview, the undersigned and the Examiner discussed the patent-eligibility

rejection of the claims. Applicant emphasized the practical application of the claims and the
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technological advantage that resulted therefrom. Applicant also mentioned the applicability of
Bascom Global Internet Services, Inc. v. AT&T Mobility LLC, 827 F.3d 1341 (2016). This is
discussed in more detail herein.

No formal agreement was reached.

Entry of Amendment After Final Rejection

Applicant respectfully requests that this Amendment under 37 C.F.R. §1.116 be entered
to place claims 1, 4-11, and 14-20 in condition for allowance, or at least in better form for
appeal. This Reply and Amendment is submitted along with a Request for Consideration under
the After Final Consideration Pilot Program 2.0 and includes proposed changes to independent
claims 1 and 11. Independent claim 1 is amended to specify to emphasize communication paths
(e.g., the processing server receives a transaction request from the NFI entity), to positively
recite the linking recitation, and to maintain consistency among claim terms.

Applicant respectfully requests entry and consideration of this proposed amendment and

allowance of the application.

Claim Rejections - 35 U.S.C. §101

Claims 1, 4-11 and 14-20 are rejected under 35 U.S.C. §101 for allegedly being directed

to a judicial exception without significantly more. Applicant respectfully traverses this rejection.

A. Step 2A — Prong 1: Judicial Exception Recited?

As set forth in the Revised Guidance, the Prong One procedure for determining whether a
claim “recites” an abstract is (i) to identify the specific limitation(s) believed to recite the alleged

abstract idea, and (i1) determine whether the identified limitations(s) falls within at least one of
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the groupings of abstract ideas, e.g., mathematical concepts, mental processes, and certain
methods of organizing human activity. Alice Corp. Pty. v. CLS Bank Int’l, 134 S.Ct. 2347, 2355
(2014). See, e.g., 2019 Revised Patent Subject Matter Eligibility Guidance (“the Revised
Guidance”) issued on Jan. 7, 2019 and the October 2019 Update: Subject Matter Eligibility
(“October 2019 Update™).

On pp. 2-3 of the Office Action, the Office refers to the claim recitations pertaining to (1)
“identifying a specific account profile...,” (2) “generated, by the processing device of the
processing server, a controlled payment number (CPN) such that CPN is linked to, a transaction
account of the NFI entity and has a spending limit, prior to identity verification, that is zero...,”
(3) “upon receiving the data message from the third party, increasing the spending limit
associated with the generated CPN from zero to an amount equivalent to the transaction amount
included in the received transaction request...” and (4) “updating the specific account profile in
the account database to include at least the generated CPN, the identification data received from
the third party, and the increased spending limit....” The Office asserts that the claims recite
“sending request/messages between different entities including the user that involves identifying
an account, generating a number and increasing a spending limit associated with the number.”
The Office then asserts that the claims cover “person to person interactions between people and a
fundamental economic practice,” which falls within the “method or organizing human activity”
groupings of abstract ideas. Applicant respectfully disagrees.

While Applicant’s independent claim 1 may involve “sending request/messages between
different entities,” this is not the sum and substance of the claim. In other words, Applicant’s
independent claim 1 is not solely directed to “sending request/messages between different

entities,” as alleged. Rather, the claims are directed to a processing server that generates control
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payment numbers (CPN), links the generated CPNs to transaction accounts of non-financial
institution (NFI) entities, for provision to users, and verifies the identify of those users (via
communication with an external) before funds are applied to the CPNs. The processing server
provides these NFI entities with the ability to enable users to conduct payment transactions, but
without requiring the NFI entities to operate as a financial institution or to even modify its
hardware or system infrastructure.

Other than possibly verifying a user’s identity (which is not even performed at the recited
processing server — rather the third party entity performs the verification), human activity is not
involved.

As emphasized in the October 2019 Update, at pp. 3-4, “the term “certain’ qualifies the
‘certain methods of organizing human activity’ grouping as a reminder of several important points.
First, not all methods of organizing human activity are abstract ideas... Second, this grouping is
limited to activity that falls within the enumerated sub-groupings of fundamental economic principles
or practices, commercial or legal interactions, managing personal behavior, and relationships or
interactions between people, and is not to be expanded beyond these enumerated sub-groupings
except in rare circumstances ... ” The Revised Guidance and the October 2019 Update note that
“fundamental economic principles or practices” include hedging, insurance, and mitigating risk.

Applicant respectfully submits that the instant claims do not relate to any of the above.
More specifically, the claims are not directed to commercial or legal interactions, managing
personal behavior and relationships of interactions between people, hedging, insurance, and

mitigating risk.
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As such, Applicant respectfully submits that the instant claims are directed to so much
more than merely certain “methods of organizing human activities,” as alleged by the Office.
The claims are also not directed to mathematical concepts or a mental process.

As such, the claims are not directed to one or more of the three groupings of abstract
thought and, thus, are patent eligible under the Revised Guidance.

B. Step 2A — Prong Two: Integrated into a Practical Application?

As set forth in the Revised Guidance, if the Office finds the claim to be directed to a
judicial exception, “Prong Two requires the use of the considerations (e.g. improving
technology, implementing with a particular machine, etc.) identified by the Supreme Court and
the Federal Circuit, to ensure that the claim as a whole ‘integrates [the] judicial exception into a
practical application [that] will apply, rely on, or use the judicial exception in a manner that
imposes a meaningful limit on the judicial exception, such that the claim is more than a drafting
effort designed to monopolize the judicial exception.’” See, e.g., p. 8 of the Revised Guidance, p.
11 of the October 2019 Update.

As stated on page 11 of the October 2019 Update, MPEP 2106.04(a) and 2106.05(a)
provide a detailed explanation of how to determine whether a claimed invention improves the
functioning of a computer or other technology. “In short, first the specification should be
evaluated to determine if the disclosure provides sufficient details such that one of ordinary skill
in the art would recognize the claimed invention as providing an improvement. The specification
need not explicitly set forth the improvement, but it must describe the invention such that the
improvement would be apparent to one of ordinary skill in the art.”

Even assuming, arguendo, that the Office’s assertion is a fair characterization of an

abstract thought in the claim (which is contested), Applicant’s independent claim 1 satisfies
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Prong Two of the Step 2A analysis because it integrates the alleged abstract idea into a practical
application and applies the alleged judicial exception in a meaningful way beyond generally
linking the use of the alleged judicial exception to a particular technological environment. Even
further, Applicant’s specification “provides sufficient details such that one of ordinary skill in the
art would recognize the claimed invention as providing an improvement.”

On p. 3 of the Office Action, the Office asserts that “[t]he claims recite the additional
elements of a processing device of the processing server...”

Applicant respectfully submits that the Office did not properly apply the second prong of
the Step 2A analysis. In particular, it does not appear that the Office evaluated the specification
to determine whether the disclosure provides sufficient details as providing an improvement.
Applicant respectfully submits that a technological improvement is sufficiently disclosed.

As discussed in the background section of Applicant’s specification, an NFI entity may
be internet-centric (e.g., heavy presence on the Internet) and may be associated with a significant
number of users who may be engaged in various services offered by the entity (e.g., social
network, gaming platform, entertainment website, etc.). Many NFI entities, however, lack the
technical hardware and system security necessary to conduct payment transactions with a
payment network, which typically requires specialized protocols and communication technology.
For example, traditionally, a payment transaction requires the submission of a transaction
message to a payment network. Such transaction processing involves specific technical
hardware configured to generate transaction messages, which are often specially formatted, and
to communicate with payment networks, which involve specialized communication paths and
protocols. See, e.g., paragraphs [0040], [0041] of Applicant’s published application. However,

as noted above, NFI entities typically may lack the technical hardware able to perform such
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processes. As such, in order for an NFI entity to initiate and conduct payment transactions, they
would be required to modify their technical systems. See, e.g., paragraphs [0002]-[0005] of
Applicant’s published application.

The instant claims provide a unique and technical mechanism in a processing server to
provide such NFI entities with the ability to enable users, associated with an NFI entity, to
conduct payment transactions without requiring the NFI entity to update, change or modify
their technical systems and infrastructure. The processing server also provides a technical
solution in which the identities of such users may be verified. The processing server of the
instant claims provides such a technical solution by generating control payment numbers (CPNs)
and linking the generated CPN to a transaction account of the NFI entity. More specifically, the
processing server receives a transaction request from the NFI entity (e.g., for a user who wishes
to conduct a transaction) and generates the CPN, linking it to the NFI’s transaction account and
assigning a zero dollar spending limit to the CPN (e.g., until the user’s identity is verified). The
processing server then communicates with a third party to collect identification data of the user,
e.g., to verify his/her identity. Upon verifying the user’s identity, the processing server increases
the zero dollar spending limit associated with the CPN to an amount equivalent to the transaction
amount included in the received transaction request. The processing server then updates a profile
account, associated with the user, to include at least the generated CPN, the identification data
received from the third party, and the increased spending limit.

As a result of the instant claims, the processing server provides the NFI entity with the
ability to allow users associated with the NFT entity (i) to conduct payment transactions, by
generating CPNs, to include a spending limit, and (ii) to verify user identifies without requiring

the NFI entity to operate as a financial institution, to regularly conduct transactions using
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traditional payment systems, or even to modify its hardware or system infrastructure. This is
clearly an improvement and, thus, a practical application. As such, Applicant respectfully
submits that independent claim 1 satisfies at least Prong Two of the Step 2A analysis because the
additional elements of the claim integrate the alleged abstract idea into a practical application
and applies the alleged judicial exception in a meaningful way.

For at least the foregoing reasons, the Applicant’s claims are not “directed to” the
abstract concept described in the Office Action and, thus, there is no need to proceed to the
second step of the inquiry. See, e.g., Visual Memory LLC v. NVIDIA Corp., 867 F.3d 1253 (Fed.
Cir. 2017), and Core Wireless Licensing S.A.R.L., v. LG Electronics, Inc., 880 F.3d 1356 (Fed.
Cir. 2018). Nevertheless, for the sake of completeness, Applicant discusses the second step of
the inquiry.

C. Step 2B Analysis

In Step 2B, the Office is to evaluate whether the claim recites additional elements that
amount to an inventive concept (i.e., significantly more) than the alleged judicial exception. The
Office once again refers to the additional elements of “the processing device of the processing
server...” and asserts that it amounts “to no more than mere instructions to apply the exception
using a generic computer...” Applicant respectfully disagrees and submits that the Office’s
reference to only the “processing device” improperly isolates a single hardware element.
Applicant’s claims recite significantly more than just this one element, standing alone. More
particularly, the claims specifically recite how physical steps are executed by more than just the
processing device of the processing server and with respect to one another in order (i) to provide

an NFT entity the ability to enable users associated therewith to conduct payment transactions,
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and (ii) to verify those users identities without requiring without altering the hardware integrity
and/or infrastructure of the NFI entity.

Moreover, Applicant makes references to Bascom Global Internet Services, Inc. v. AT&T
Mobility LLC, 827 F.3d 1341 (2016), in which the claims were found to recite an inventive
concept and were, thus, found to be patent-eligible. Applicant respectfully submits that the
instant claims are similar to those of Bascom.

As set forth in Bascom, the inventive concept described and claimed “is the installation of
a filtering tool at a specific location, remote from the end-users, with customizable filtering
features specific to each user.” /d. at 1350. Even further, “[t]he claims carve out a specific
location for the filtering system...and require the filtering system to give users the ability to
customize filtering for the individual network accounts.” Id. at 1352. As such, in Bascom, it was
found that the specific location of the filtering tool was an inventive concept.

Similar to Bascom, the instant claims incorporate a processing server within a system that
is at a remote location, e.g., remote from and configured to communicate between an NFI entity
and a third party entity. As a result of the positioning of the processing server, its storage of
user-specific account profiles, and its communication between these external entities, the
processing server provides the NFI entity with the ability to allow users associated with the NFI
entity (1) to conduct payment transactions, by generating CPNS, to include a spending limit, and
(i1) to verify user identifies without requiring the NFI entity to operate as a financial
institution, to regularly conduct transactions using traditional payment systems, or even to
modify its hardware or system infrastructure.

For at least these additional reasons (i.e., based on at least the similarities between

Bascom and the instant claims of the present application), Applicant respectfully submits that the
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instant claims are not directed to an abstract idea and even if they could be misconstrued as such,
they recite an inventive concept sufficient to impart patent-eligibility.

Accordingly, for at least the reasons set forth above, Applicant respectfully submits that
the present claims are patent-eligible, at least under step 2B of Alice.

D. Applicant respectfully requests withdrawal of the rejection under § 101

While independent claim 1 is discussed in detail above in response to the Office’s
rejection, similar arguments are also applicable to independent claim 11, as this claim recites
similar subject matter (although different in scope).

For at least those reasons set forth in detail above, Applicant respectfully submits that the
present claims are directed to patent-eligible subject matter and requests the withdrawal of the

outstanding rejection to independent claims 1 and 11, and their respective dependent claims.

CONCLUSION
Applicant believes that a full and complete response has been made to the outstanding
Office Action and, as such, the present application is in condition for allowance. If the Examiner
believes, for any reason, that personal communication will expedite allowance of this
application, the Examiner is invited to telephone the undersigned at the number provided.

Prompt and favorable consideration of this Reply and Amendment is respectfully requested.

Respectfully submitted,
BUCHANAN INGERSOLL & ROONEY PC
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Registration No. 62,604
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