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- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING 
DATE OF THIS COMMUNICATION.

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing 
date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term 
adjustment. See 37 CFR 1.704(b).

Status

1 )@ Responsive to communication(s) filed on 8/20/2018.
□ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on____ .

2a)0 This action is FINAL. 2b) 0 This action is non-final.

3) 0 An election was made by the applicant in response to a restriction requirement set forth during the interview on
____ ; the restriction requirement and election have been incorporated into this action.

4) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayie, 1935 C.D. 11,453 O.G. 213.

Disposition of Claims*
5) 0 Claim(s) 1,3-6,8-10,12-15,17-28,30-31,33,35-36 and 38-40 is/are pending in the application.

5a) Of the above claim(s)____ is/are withdrawn from consideration.

□ Claim(s)____ is/are allowed.

0 Claim(s) 1,3-6,8-10,12-15,17-28,30-31,33,35-36 and 38-40 is/are rejected.

□ Claim(s)____ is/are objected to.

□ Claim(s)_

6)

7)

8)

9) are subject to restriction and/or election requirement
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a 

participating intellectual property office for the corresponding application. For more information, please see 

http://www.uspto.aov/patents/init events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)0 The specification is objected to by the Examiner.

11 )□ The drawing(s) filed on____ is/are: a)0 accepted or b)0 objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

Priority under 35 U.S.C. § 119
12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:
a)0 All

1-D

2.0

3.0

b)0 Some** c)0 None of the:

Certified copies of the priority documents have been received.

Certified copies of the priority documents have been received in Application No.

Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)).

See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) @ Notice of References Cited (PTO-892)

2) Q Information Disclosure Statement(s) (PTO/SB/O8a and/or PTO/SB/O8b)

Paper No(s)/Mail Date______.

3) 0 Interview Summary (PTO-413)

Paper No(s)/Mail Date_______
4) 0 Other:______.

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20190207



Application/Control Number: 12/618,950
Art Unit: 3688

Page 2

DETAILED CORRESPONDENCE 

Notice of Pre-AIA or AIA Status

1. The present application is being examined under the pre-AIA first to invent 

provisions.

Continued Examination Under 37 CFR 1.114

2. A request for continued examination under 37 CFR 1.114, including the fee set 

forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 

application is eligible for continued examination under 37 CFR 1.114, and the fee set 

forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 

has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 

8/20/2018 has been entered.

3. Claims 1, 4, 21, 22, 28, 31,33, and 36 have been amended, claims 2, 7,11, 16, 

29, 32, 34 and 37 have been canceled and claims 39 and 40 have been added. Claims 

1, 3-6, 8-10, 12-15, 17-28, 30-31, 33, 35-36, and 38-40 are pending and have been 

rejected as follows.

Claim Rejections - 35 USC § 101

4. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers anynew and useful process, machine, manufacture,or 
composition of matter, or any new and useful improvement thereof, mayobtain a patent 
therefor, subject to the conditions and requirements ofthis title.

5. Claims 1, 3-6, 8-10, 12-15, 17-28, 30-31, 33, 35-36, and 38-40 are rejected 

under 35 U.S.C. 101 because the claimed invention is directed to an abstract idea

without significantly more.
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6. Step 1: The claims recite a method (claim 1) and a system (claim 33) which are 

statutory category of an invention, (see further rejection below for claim 28)

7. Step 2A:

8. Prong 1: The claims recite correlating effectiveness score of advertisements in 

order to optimize the presentation of advertisements. The limitations falls within “Certain 

Methods Of Organizing Human Activity” for managing personal behavior or relationships 

or interactions between people (including social activities, teaching, and following rules 

or instructions) as well as commercial or legal interactions (including agreements in the 

form of contracts; legal obligations; advertising, marketing or sales activities or 

behaviors; business relations).

9. Prong 2: The judicial exception is not integrated into a practical application 

because the only additional elements of a computing device and the actions being 

related to those on the internet for identifying media exposure, accessing internet 

actions performed, determining the effectiveness of a plurality of media contents, 

comparing the effectiveness measures and then optimizing the presentation of the 

media based on the comparison. The computing device is recited at a high-level of 

generality (i.e., as a generic processor performing a generic computer function of 

processing data) such that it amounts no more than mere instructions to apply the 

exception using a generic computer component - MPEP 2106.05(f). The computing 

device is merely adding insignificant extra-solution activity to the judicial exception by 

collecting interaction data, analyzing the data, and make a determination based on the 

analysis (i.e. data gathering) - see MPEP 2106.05(g). The claimed machines are not
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particular, and the claim as a whole monopolizes the abstract idea of optimizing media 

presentation.

10. Step 2B: The claim does not include additional elements that are sufficient to 

amount to significantly more than the judicial exception. As discussed above with 

respect to integration of the abstract idea into a practical application, the additional 

element of the computing device is merely adding insignificant extra-solution activity to 

the judicial exception by collecting interaction data, analyzing the data, and make a 

determination based on the analysis amount to insignificant extra-solution activity. Mere 

instructions to apply an exception using a generic computer component, and adding 

insignificant extra-solution activity to the judicial exception cannot provide an inventive 

concept. The claims are not patent eligible.

11. The dependent claims 3-6, 8-10, 12-15, 17-28, 30-31, 35-36, and 38-40 are also 

rejected for these reasons.

12. Claims 28 and 30-31 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. Claim 28 sets forth a computer 

readable medium comprising computer code encoded on the storage medium.

However, the specification is silent to whether the medium is transitory or non-transitory. 

The United States Patent and Trademark Office (USPTO) is obliged to give claims their 

broadest reasonable interpretation consistent with the specification during proceedings 

before the USPTO. See In re Zletz, 893 F.2d 319 (Fed. Cir. 1989) (during patent 

examination the pending claims must be interpreted as broadly as their terms 

reasonably allow). The broadest reasonable interpretation of a claim drawn to a 

machine readable storage media (also called machine readable medium and other such
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variations) typically covers forms of non-transitory tangible media and transitory 

propagating signals per se in view of the ordinary and customary meaning of computer 

readable media, particularly when the specification is absent an explicit definition or is 

silent. See MPEP 2111.01. When the broadest reasonable interpretation of a claim 

covers a signal perse, the claim must be rejected under 35 U.S.C. § 101 as covering 

non-statutory subject matter. See In re Nuijten, 500 F.3d 1346, 1356-57 (Fed. Cir. 2007) 

(transitory embodiments are not directed to statutory subject matter) and Interim 

Examination Instructions for Evaluating Subject Matter Eligibility Under 35 U.S.C. § 101.

13. Claims 30-31 are also rejected under 35 U.S.C. 101 because they are dependent 

on claim 28 and they fail to remedy the deficiency of claim 28.

Related Prior Art Not Cited

14. The Examiner’s updated search has found the reference Latona (US 

20050028188) which is relevant by teaches the comparison of effectiveness measures 

for two advertisements (see Figure 7), however does not teach the combination of 

claimed limitations of the instant invention.

Response to Arguments

15. Applicant's arguments filed 8/20/2018 have been fully considered but they are 

not persuasive for the reasons set forth below.

16. Applicant’s Remarks (pages 16-22): Rejection under 35 USC 101 

The remarks directed to the claims as rejected under 35 USC 101 have been 

considered, but not found persuasive. The Examiner has updated the rejection above in 

view of the claim amendments and in view of the Updated Subject Matter Eligibility



Application/Control Number: 12/618,950 Page 6
Art Unit: 3688

Guidance from 2019. The updated review concluded that the claims remain rejected 

under 35 USC 101 based on the following analysis:

Step 1: The claims recite a method (claim 1) and a system (claim 33) which are 

statutory category of an invention, (see further rejection below for claim 28)

Step 2A:

Prong 1: The claims recite correlating effectiveness score of advertisements in order to 

optimize the presentation of advertisements. The limitations falls within “Certain 

Methods Of Organizing Human Activity” for managing personal behavior or relationships 

or interactions between people (including social activities, teaching, and following rules 

or instructions) as well as commercial or legal interactions (including agreements in the 

form of contracts; legal obligations; advertising, marketing or sales activities or 

behaviors; business relations).

Prong 2: The judicial exception is not integrated into a practical application because the 

only additional elements of a computing device and the actions being related to those 

on the internet for identifying media exposure, accessing internet actions performed, 

determining the effectiveness of a plurality of media contents, comparing the 

effectiveness measures and then optimizing the presentation of the media based on the 

comparison. The computing device is recited at a high-level of generality (i.e., as a 

generic processor performing a generic computer function of processing data) such that 

it amounts no more than mere instructions to apply the exception using a generic 

computer component - MPEP 2106.05(f). The computing device is merely adding 

insignificant extra-solution activity to the judicial exception by collecting interaction data, 

analyzing the data, and make a determination based on the analysis (i.e. data
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gathering) - see MPEP 2106.05(g). The claimed machines are not particular, and the 

claim as a whole monopolizes the abstract idea of optimizing media presentation.

Step 2B: The claim does not include additional elements that are sufficient to amount 

to significantly more than the judicial exception. As discussed above with respect to 

integration of the abstract idea into a practical application, the additional element of the 

computing device is merely adding insignificant extra-solution activity to the judicial 

exception by collecting interaction data, analyzing the data, and make a determination 

based on the analysis amount to insignificant extra-solution activity. Mere instructions to 

apply an exception using a generic computer component, and adding insignificant extra­

solution activity to the judicial exception cannot provide an inventive concept.

Therefore the claims are not patent eligible.

Conclusion

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to VICTORIA E. FRUNZI whose telephone number is 

(571)270-1031. The examiner can normally be reached on Monday- Friday 7-4 (EST).

Examiner interviews are available via telephone, in-person, and video 

conferencing using a USPTO supplied web-based collaboration tool. To schedule an 

interview, applicant is encouraged to use the USPTO Automated Interview Request 

(AIR) at http://www.uspto.gov/interviewpractice.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 

supervisor, Kambiz Abdi can be reached on 5712726702. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/VICTORIA E FRUNZI/ 
Examiner, Art Unit 3688 
2/15/2019
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