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DETAILED ACTION
Notice of Pre-AIA or AIA Status

The present application is being examined under the pre-AIA first to invent provisions.

Claim Rejections - 35 USC § 101

1. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions
and requirements of this title.

2. Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is directed to
abstract without significantly more. The claim(s) 1, 11 and 16 recite(s) limitations of,

“receiving. . docation data indicating a groeraphic location of 2 mchil devics associated with a

playet”: “retrieving, . real wordd condition data associated with one or more real world conditons”;

“determining ¢ locavon for 4 virtual element in the virtual world based on the location data and the

real wordd condition dara”; and Srranamitting. . nfonmation for displaving the virtual elerent as the

focation in the virtual wordd.” The limitations of “recetving”, “retrieving”, “determining” and
P g &

“transmitting” as disclosed above, i3 a2 process that under its broadest reasonable mterprefation,
covers performance of the Emitation of following rules or instructions under Certain Methods of

Organizing Hurman Activity but for the recitation of genenis computer comy . That iz, other

than “by the computing device” nothing 10 the clam elements precludes the steps form pracuically
; S Pl
being performed as 2 sequence of insteuctions. If the claim lrmatasons, ander iss broadest reasonable
£
interpremtion, covers performance of the limutations of following mles or instruction but for the
recitation of generic computer component, then it falls within the “Certain Methods ot Organizing

Human Activity” grouping of absteact ideas. This judicial exception is not integrated into a practical
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application. The claims only recite additional elements of using a setver, a computet-readable

4

medium and one or more processors to perform the “receiving”, “retrieving”, “determining”, and
“ransoitting” steps. The server, computer-readable medium and the one or more processors recite
a high-level of generality such that it amount no more than mere instruction to apply the exception
using generic computer components. Accordingly, these additional elements do not integrate the
abstract idea into a practical application because it does not impose any meaningful limits on
practicing the abstract idea. The claim(s) does/do not include additional elements that are sufficient
to amount to significantly more than the judicial exception. Adding generic computer elements to
perform generic functions that are well-understood, routine and conventional, such as gathering
data, performing calculations, and outputting a result as evidence by_Alice Corp., 134 S. Ct. at 2355~
56 (mere instruction to implement an abstract idea (game rules) on a computer "cannot impart
patent eligibility), and Versata Dev. Group, Ine. v. SAP Am. (Storing and retrieving information in
memory) see MPEP (2106.05(d)(I1), does not transform the claims into eligible subject matter.
Nothing in the claims, understood in light of the specification, requires anything other than off-the-
shelf, conventional computer, network, and display technology for gathering, sending, and
presenting the desired information. In regards to mobile device, as evidence by Clitf et al. (US Pub.
No. 2004/0176082) discloses that it is conventional and/ot well known in the art to use mobile
devices in virtual environment type application. As discussed above with respect to integration of
the abstract idea into a practical application, the additional element of using a server, a computer-
readable medium and one or more processors to perform the “receiving”, “retrieving”,
“determinung”, and “transmitting” steps amounts to no mere than mere instructions to apply the
excepton using generic computer components. Mere instruction 1o apply an exception using generic

computer C.()!'Tl;‘,:)()fli’.!’lt CANNOT pi‘()‘\?idﬁ an inventve concept.
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Claims 2-10, 12-15 and 17-20 each recite a further step of the abstract game method that
when taken as a whole fails to contribute significantly more because each 1s merely another step that
merely defines another rule/instruction, may be carried out by hand or in the mind as part of the
overall method without integration into a practical application to any particular machine or device,
improvement to any particular machine or device, or contribution of substantially more than an

abstract method and generic computer components.

Double Patenting

3. The nonstatutory double patenting rejection is based on a judicially created doctrine
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified ot
improper timewise extension of the “right to exclude” granted by a patent and to prevent possible
harassment by multiple assignees. A nonstatutory double patenting rejection is appropriate where
the conflicting claims are not identical, but at least one examined application claim is not patentably
distinct from the reference claim(s) because the examined application claim is either anticipated by,
or would have been obvious over, the reference claim(s). See, e.g., In r¢ Berg, 140 F.3d 1428, 46
USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re
Long, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761
(CCPA 1982); In 2 Vagel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); Ir 2 Thorington, 418 F.2d 528,
163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be
used to overcome an actual or provisional rejection based on nonstatutory double patenting
provided the reference application or patent either 1s shown to be commonly owned with the

examined application, or claims an invention made as a result of activities undertaken within the
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scope of a joint research agreement. See MPEP § 717.02 for applications subject to examination
under the first inventor to file provisions of the AIA as explained in MPEP § 2159. See MPEP §§
706.02(1)(1) - 706.02(1)(3) for applications not subject to examination under the first inventor to file
provisions of the AIA. A terminal disclaimer must be signed in compliance with 37 CFR 1.321(b).
The USPTO Internet website contains terminal disclaimer forms which may be used. Please
visit www.uspto.gov/patent/patents-forms. The filing date of the application in which the form is
filed determines what form (e.g., PTO/SB/25, PTO/SB/26, PTO/AIA/25, or PTO/AIA/26)
should be used. A web-based eTerminal Disclaimer may be filled out completely online using web-
screens. An eTerminal Disclaimer that meets all requirements is auto-processed and approved
immediately upon submission. For more information about eTerminal Disclaimers, refer to
www.uspto.gov/patents/process/file/efs/guidance/eTD-info-Ljsp.
4. Claims 1-20 are rejected on the ground of nonstatutory double patenting as being
unpatentable over claims 1-18 of U.S. Patent No. 9,782,668. Although the claims at issue are not
identical, they are not patentably distinct from each other because claims 1-18 of the U.S. Patent No.
9,782,668 "anticipates” claims 1-20 of application serial number 15/728462. Accordingly, claims 1-
20 of Application No. 15/728462 are not patentably distinct from claims 1-18 of U.S. Patent No.
9,782,668. Here, claims 1-18 of U.S. Patent No. 9,782,668 requires elements of claim 1, a computet-
implemented method of locating virtual elements in a parallel reality game, the method comprising:
hosting, by a computer system, a parallel reality game, the parallel reality game having a virtual world,
the virtual world having a geography that parallels at least a portion of geography of a real world
such that a player can navigate the virtual world by moving to different geographic locations in the
real world; receiving, by the computer system, data indicating geographic locations of mobile devices
in the real world, the mobile devices associated with a plurality of players of the parallel reality game;

identifying, by the computer system, a first area in the real world as a high traffic area based on the
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data indicating the geographic locations; responsive to identifying the first area as a high traffic area,
determining, by the computer system, to place a virtual element at a location in the virtual world
corresponding to the first area; transmitting, by the computer system to a receiving mobile device
located at a second area in the real world and associated with a recetving player of the parallel reality
game, information to display the virtual element at the location in the virtual world, the receiving
player not included in the plurality of players and the second area not included in the first area;
recetving, by the computer system, data indicating that the receiving mobile device has traveled from
the second area to the first area and that the receiving player has interacted with the virtual element;
and storing, by the computer system, data indicating that the receiving player has interacted with the
virtual element; claim 7, a computer-based system comprising: one or more computer processors;
and a non-transitory computer-readable medium storing computer-readable instructions which when
executed by the one or more computer processors cause the one or more computer processors to
perform operations comprising: hosting a parallel reality game, the parallel reality game having a
virtual world having a geography that parallels at least a portion of the geography of a real world
such that a player can navigate the virtual world by moving to different geographic locations in the
real world; receiving data indicating geographic locations of mobile devices in the real world, the
mobile devices associated with a plurality of players of the parallel reality game; identifying a first
area in the real world as a high traffic area based on the data Indicating the geographic locations;
responsive to identifying the first area as a high traffic area, determining to place a virtual element at
a location in the virtual world corresponding to the first area; transmitting, to a receiving mobile
device located at a second area in the real world and associated with a receiving player of the parallel
reality game, information to display the virtual element at the location in the virtual world, the
receiving player not included in the plurality of players and the second area not included in the first

area; recetving data indicating that the receiving mobile device has traveled from the second area to
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the first area and that the receiving player has interacted with the virtual element; and storing data
indicating that the receiving player has interacted with the virtual element; and claim 13, a tangible,
non-transitory computer-readable medium storing computer-readable instructions which when
executed by one or more processors cause the one or more processors to perform operations
comprising: hosting a parallel reality game, the parallel reality game having a virtual world having a
geography that parallels at least a portion of the geography of a real world such that a player can
navigate the virtual world by moving to different geographic locations in the real world; receiving
data indicating geographic locations of mobile devices in the real world, the mobile devices
associated with a plurality of players of the parallel reality game; identifying a first area in the real
world as a high traffic area based on the data indicating the geographic locations; responsive to
identifying the first area as a high traftic area, determining to place a virtual element at a location in
the virtual world corresponding to the first area; transmitting, to a receiving mobile device located at
a second area in the real world and associated with a recetving player of the parallel reality game,
information to display the virtual element at the location in the virtual world, the recetving player not
included in the plurality of players and the second area not included in the first area; recetving data
indicating that the receiving mobile device has traveled from the second area to the first area and
that the receiving player has interacted with the virtual element; and storing data indicating that the
receiving player has interacted with the virtual element while claims 1-20 of Application No.
15/728462 only requires elements of claim 1, a computer-implemented method of locating virtual
elerments in a parallel reality game, the method comprising:

hosting, at a computing device, the parallel reality game, the parallel reality game associated with the

virtual world, the virrual world having o geography that parallels at least g portion of the geography

X

of the real world such thar a plaver can navigate the virtual world by moving 1o different geographic

locations in the real world; receiving, by the compunng device, location data indicating a geographic
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location of 4 mobde device assocated with a plaver: retmeving, by the computing device, real world

condition data associated with one or more real world conditions;

determuning a looation for a virtual element i the virtual world based atdes : ot the location

data and the real world condition data: and granseoitting, by the computing device 1o the mobile

device, wnformation tor displaying the virtual element at the locaton in the virnal workds claim 11, a

computer-based system for implementing a pacalled reality game, the compurer-based syster

comprising: & game server operable to host a parallel reality game, the game server having one or

&5¢

more computer-readable media, one or more processors, and a network inrertace, the parallel reality

game having 2 virtual world having a gecgraphy that paraliels at least s portion of the geography of

the real warld such that a player can navigate the virteal world by moving to d ni geographic

Jocations in the real world; the game server configured to: receive, viaa network interface, location

data indicating a geographac access a data source storing real world condition data associated with

one or more real world conditions; determime alocaton for o virtual element in the virtual world

based on the location damoand the real world condition data: and

transmoit, to the mobile device via the network nterface, information for displaving the virnaal

clement at the lecation 0 the virnisl world: and claim 16, a tangible, non-transitory compurer-

readable medium stonng computer-readable instructions for execution b

Y ODE Of raore pi’i’_)Ca"_‘.SSDrS,

causing the one or more processors to perform operations for locating virtual elements in a victaal

world associated with a parallel reality garce, the virtual world having a geography that parallels
at least a portion of the geography of the real world such that a player can navigate the virtual world

by moving to different geographic locations in the real world, the operations comprising: r

locanon datasndicaring a geogranhic locarion of a mobile device

assootated with 2 plaver retrieving real world condition dara assodiared with one or more real world

conditions: determining 4 location for a virmal elernent in the victual wordd based on the location
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datz and the real world condition dara; and transroitting, to the mobile device, information to display

the virtual element at the location i the virtual world. Thus it is apparent that the more claims 1-18

of U.S. Patent No. 9,782,668 encompasses claims 1-20 of Application No. 15/728462. Following
the rationale in In re Goodman cited in the preceding paragraph, where applicant has once been
granted a patent containing a claim for the specific or narrower invention, applicant may not then
obtain a second patent with a claim for the generic or broader invention without first submitting an

appropriate terminal disclaimer.

Claim Rejections - 35 USC § 102
In the event the determination of the status of the application as subject to AIA 35 U.S.C.
102 and 103 (or as subject to pre-AIA 35 U.S.C. 102 and 103) is incorrect, any correction of the
statutory basts for the rejection will not be considered a new ground of rejection if the prior art
relied upon, and the rationale supporting the rejection, would be the same under either status.
5. The following is a quotation of the appropriate paragraphs of pre-AIA 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:
A person shall be entitled to a patent unless —

(b) the invention was patented or described m a printed publication in this or a foreign country or in public
use or on sale in this country, more than one year prior to the date of application for patent in the United
States.

6. Claim(s) 1-6, 11-14 and 16-19 are rejected under pre-AIA 35 U.S.C. 102(b) as being
anticipated by Mahajan et al. (US Pub. No. 2013/0005466).

Regarding claim 1, Mahajan et al. (hereafter Mahajan) discloses a computer-implemernted
method of locatng virtual elements in a parailel reality game, the method comprising: hosting, ata

computing device {Figs. 1A, 3-5 and paragraphs 46-50 & 229-241; describes the systern), the paraliel
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reality game, the pacallel reality game associated with the virtual world, the victwal wordd baving o

geography that parallels at least a portion of the geography of the real world such that a player

can navigate the virtal world by moving to different geographic locations in the real werld (Figs.

1A, 613 and paragraphs79-82, 71-74 & 245; describes the movernent

different geographic

locations); recetving, by the computing device, focation dam indicating a geographic locauon of a

mobile device assectared with.a plaver (Figs. LA, 613 and paragraphs 74 & 245); rermeving, by the

computing device, real world condition data associated with one or more real world conditions

(paragraph 60: wherein the real world condiion data are places or recreanional or cornmercial value);

derermining a location for a virtual element in the virtual world based on the location dats and the

real world condition data {paragraphs 66 & 68-70: describes the location where virtual element are

Jocated): and transeoitting, by the computing device to the mobile device (Figs. 1A, 61 and
paragraphs 74 & 245), mformation for displaying the virtual element at the locaton i the virtual
world (Figs., 2P, 2R, 256, 6A-6F and paragraphs 79-82, 203, 205-206, 210 & 242-253; wherein the

virtual element/itern can be any type of mcennve awards/rewards that are described in the
exarnples).

Regarding claim 11, Mahajan discloses 2 computer-based system tor implernenting a parallel

reality game, the computer-based systern comprsing;
a game server operable to host a parallel reality game (Fig. TA), the game server baving one

or mote computer-readable muedia, one or roore processors, and a network nterface, the parallel

o 2 virtual world having a geography that parallels at least a portion of the

reality game havi
geography of the real world such that a player can navigate the virmaal world by moving to ditferent

geographic locations in the real world (Figs. 1A, 3-5 and paragraphs 48-50 & 229-241; describes the

systern); the game server contigured 1o receive, via a network inrertace, locadon dara indicating a

geoeraphic location of a mobile device associated with 2 player (Figs. 1A, 610 and paragraphs 74 &
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245); access a data source storiog real world condition data asscaated with one or roore real workd

condttions {paragraph 66; wherein the real world condition data are places or recreational or

commercial vaiue); determune 2 location for a ewtual clementin the vistual world based_on the

location data and the real wordd condition data (paragraphs 66 & 68-70; describes the locatorn where

virtual element are located); and ransmiy to the mobiie device yvia the nenvork interface,

information for displaving the virtual elementat the location m the virtualwordd (Figs, 2P, ZR, 28,

GA-GK and paragraphs 79-82, 203, 205-206, 210 & 242-253; wherein the virnzal clement/ item can be
any type of ncenfive awards/rewards that are described in the examples

Rezardine claim 16, Mahajan discioses 2 tangible, non-transitory computer-readabie medium
£ 5 § s }

storing computer- ble instauctions tor execution By ong or more processors, caustitg the ong of
nore processors (o perform operations for locating virtual elements in a virtual world associated

with a parallef reality game, the virmal world having a geography that parallels at least a portion of

the geography of the real world such that a player can navigate the virtual world by moving o

ditferent geographic locations in the real world, the operations comprising: gecelving locanon dara

indicating a gcographic location of 2 mobte device

ASTH

Jated woith a plaver (Fies. 1A, 6D and paragraphs 74 & 245} retrieving

Al swordd

conditipn data associated with one or more real world conditions {paragraph 66; wherein the real
waorld condition data are places or recreational or coromernial value); deternuning a location for a

virtual element it the virtual world based on the looation data and the real swordd condition data

(paragraphs 66 & 68-70; describes the location where virtual element are located); and gransmutting

wothe mobile device, mformation 1o display the virtual slement at the location m the vivtual world
(Figs. 2P, 2R, 28, 6A-6K and Paragr: apha 79-82, 203, 205-206, 210 & 242-253; wheremn the virtual

-
P

elernent/iteny can be any type of mcentive awards /rewards that are described a1 the exarnples).
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Regarding claims 2, 12 and 17, Mahajan discloses wherein the real world
cendiion data cormprises data associated with aggregare locations of a plueality of individuals in the

q

real world and the Jocation of the virtual element is one with high ndividual trattic (fgs.2F, 2R, 2S,

6A-6K and paragraphs 79-82, 203 & 205-206; describes hugh trattic area based on identified data,

1Hon

such a location-based action of a first group of player having a level of influence over a lo

(e.g., location 185} that s greater than a level of influence, location-based action of a second group

of players over the location as one example and wherein the virmal element/itemn can be any type of

incentive awards/rewards that are described in the exam ples).

rding claims 3, 13 and 18, Mahajan discioses wherein the data associated with the

lviduals comprises a heat map generated based on the

aggregate locations of the pluraliry of &

Jocations of the plurality of individuals in the real world (Figs. 612 and paragraph 245; wherein the
heat map 1s the display of information about a location, a boss of the location or a meb {or group of
iy fulaatt > . <& f

players) with which 2 boss of a location is affilated).

Regarding claims 4, 14 and 19, Mahajan discloses wheren derermining the Jocation for the

hat mcludes the locanion

virnggl element comprses: determining a aumber of mdividuals 1nan area

S

based on the real world condition datas and determining the location is one with high jndividual

craffic if the mumber of sndividuals in the area exceeds a threshold Figs. 2P, 2R, 25, 6A-6K and

paragraphs 203, 205-206 & 210: wherein when the high traffic area 5 a first group of player having a

¢ over alocation (e.g., Jocation 115) that 1s greater than a level of infhience, location-

level of 1nflue
based action of a second group of players over the location as one example).
Regarding claim 5, Mahajan discloses wherein the real world gondition data comprises data

associated with one or more of locations of caltural, recreational, or commercial value (paragraph

66).
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Regarding claim 6, Mahajan discloses wherein the real world condition data coroprises road

roap data (Fig, 603 and paragraph 245).

Claim Rejections - 35 USC § 103
In the event the determination of the status of the application as subject to AIA 35 U.S.C.
102 and 103 (or as subject to pre-AIA 35 U.S.C. 102 and 103) is incorrect, any correction of the
statutory basis for the rejection will not be considered a new ground of rejection if the prior art
relied upon, and the rationale supporting the rejection, would be the same under either status.
7. The following is a quotation of pre-AIA 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth
mn section 102, 1f the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the mvention was made to a
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be
negatived by the manner in which the invention was made.

8. Claim 7 is/are rejected under pre-AIA 35 U.S.C. 103(a) as being unpatentable over Mahajan
et al. (US Pub. No. 2013/005466) in view of Gahlings (US Pub. No. 2013/0227017).

Regarding claim 7, Gahlings discloses the claimed invention as discussed above however
silent in regards to wherein the real world condition data comprises hazard data.

(ahlings teaches a system and method for socal and dat communication that uses physical
location. Gablings turther teaches that a user may set up filters to filter information displayed to the
user. The filters may filter the type of data to be displayed. For example, the user may only wish to
see social communications, historical data, geographical data, hazard /warning data, traftic data,
business data, reviews and/ort the like. In one embodiment, the user may identify/select a route on a

map or the like and may retrieve data tagged to locations along the route and/or proximal to the
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route. In this way, the user may, in real-time determine what is happening on a proposed route, 1.e.
may identify hazards, traffic congestions, social events and/or the like taking place along a route. In
some aspects, a user may select a business or a landmark and see what occurrences are happening at
the business or landmark. Gahlings further teaches that the user may be able to view reviews of
events, services as they occur. Moreover, the user can access these real-time reviews using only
location data. As noted above, filters may be applied so that a user only receives data tagged to
locations proximal to the user. In this way, locational boundaries may be put around the social
interactions (paragraphs 34 and 45). By having hazard data, one of ordinary skill in the art would
provide users to identify/select/create a route and filter broadcast information so that only the
information concerning hazards, driving conditions and/or the like are displayed, thus allowing the
user to avoid potential dangerous conditions/environments along the route to his/her desired
destination/location.

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the
invention was made to modify Mahajan to include hazard data as taught by Gahlings to provide
users to identify/select/create a route and filter broadcast information so that only the information
concerning hazards, driving conditions and/or the like are displayed, thus allowing the user to avoid
potential dangerous conditions/environments along the route to his/her desired
destination/location.

9. Claims 8-9 are rejected under pre-AIA 35 U.S.C. 103(a) as being unpatentable over Mahajan
et al. (US Pub. No. 2013/005466) in view of Bokor et al. (US Pub. No. 2010/0050237).

Regarding claims 8 and 9, Mahajan discloses the claimed invention as discussed above

however silent in regards to claim 8, wherein the real world condition data comprises weather data

and claim 9, wherein the real world condition data comprises calendar data.
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Bokor et al. (hereafter Bokor) teaches generating user and avatar specific content in a virtual
world may include generating a local attribute object associated with the user’s avatar in the virtual
wortld. The attributes may be dynamic and comprised of information detected in real time, or
automatically, upon the occurrence of a defined trigger or triggering event, such as user log in, user
request, authorized service provider request, or authorized service provider automatically receiving
information based on a user or uset's avatar's location. Automatically detected information may be
comprised of information from sources such as, but not limited to, the uset's internet protocol (IP)
address, coordinates recetved from a global positioning system (GPS), coordinates received from a
triangulation unit associated with a wireless communications device, or electronic feed from a
weather station, a clock and/or a calendar. In some embodiments, the local attribute object may be
comprised of both static and dynamic attributes (paragraphs 3-7, 23 and 33). Examples of
environmental characteristics of the service provider's virtual world space may include elements
making up the virtual world space, features of a virtual world retail store, such as displays, automated
avatars to assist the user's avatar or other features, language employed in the store, currency utilized
in the store, and weather conditions outside the store. Configuration of the virtual world space may
be dynamically adjusted according to a set of predetermined parameters. The predetermined
parameters may be based on the number of avatars present in the virtual world space at a given time.
By having weather and calendar data, one of ordinary skill in the art would enable the generation of
user and avatar specific content based on the local attribute object such as, the user's internet
protocol (IP) address, coordinates received from a global positioning system (GPS), coordinates
received from a triangulation unit associated with a wireless communications device, or electronic
feed from a weather station, a clock and/or a calendar, to provide a more in depth virtual

environment that mimics real world conditions.
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Therefore, it would have been obvious to one of ordinary skill in the art at the time of the
invention was made to modify Mahajan to include weather and calendar data as taught by Bokor to
enable the generation of user and avatar specific content based on the local attribute object such as,
the user's internet protocol (IP) address, coordinates received from a global positioning system
(GPS), coordinates received from a triangulation unit associated with a wireless communications
device, or electronic feed from a weather station, a clock and/or a calendar, to provide a more in
depth virtual environment that mimics real world conditions.

10. Claims 10, 15 and 20 are rejected under pre-AIA 35 U.S.C. 103(a) as being unpatentable over
Mahajan et al. (US Pub. No. 2013/005466) in view of Kolo et al. (US Pub. No. 2012/0244945).

Regarding claim 10, Mahajan further discloses determine the location for the virtual element

as discussed above however silent in regards to predicting a playet’s travel path it the virtual world

based on the gengraniuc locaton of the mobile device associated with the player: and selecting a

Kolo et al. (hereafter Kolo) teaches a system and method for incorporating geolocation
information into an online game to enhance the enjoyment of the online game. The geolocation of a
player is communicated to the online game servers which modify the gaming environment of the
player based on the player’s current geolocation. If the player changes geolocation, the online game
may modity the player’s gaming experience as the player’s geolocation changes. Kolo further teaches
predicting a player’s travel path in: the virtual wvorld based on the geographic location of the mobile
device assoctated with the player and selecting « location n the virtual world in the player” travel
path as the location (Fig. 29 and paragraphs 361-364). By modifving the players garnmg experience
based on the geolocation of the player may receive additional health benefi when the payer is
geotocated near a hospiral or health food store and alternatively, a player may receive a srength

borus when iocated near a gy as an example (paragraphs 72-75).
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By predicting a plyer’ travel pathuin the virtual world based on geographic location of the
rnobile device assoctated with the player, one of ordivacy skill in the art would provide an enhance
gaming experience by moditying the player’s parning experience as the plager’s geolocation changes.

Therefore, it would have been chvious o one of ordinary skill in the art at the time of the

invention was made to moedify Mahajan to inchide predicting a playet’s travel path in the virtual

world |

wed on the geographic locanon of the mobile device associated with the plaver:

and selecting a location m the virtual world 1n the player’s travel path s the location as raught by

Kolo m nrovide an enhance gamung
& &

wperience by modifying the player's gaming experience as the

player’s geclocanion changes.

Conclusion
11.  Any inquiry concerning this communication or earlier communications from the examiner
should be directed to ALEX P RADA whose telephone number is (571)272-4452. The examiner
can normally be reached on M-F 8-5.

Examiner interviews are available via telephone, in-person, and video conferencing using a
USPTO supplied web-based collaboration tool. To schedule an interview, applicant is encouraged to
use the USPTO Automated Interview Request (AIR) at http://www.uspto.gov/interviewpractice.

If attempts to reach the examiner by telephone are unsuccessful, the examinet’s supervisor,
Dmitry Suhol can be reached on 571-272-4430. The fax phone number for the organization where
this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained trom either Private PAIR or Public PAIR. Status information for unpublished
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applications is available through Private PAIR only. For more information about the PAIR system,
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system,
contact the Flectronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like
assistance from a USPTO Customer Setvice Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/APR/
Examiner, Art Unit 3716

/Jay Trent Liddle/
Primary Examiner, Art Unit 3716



REMARKS
Claims 1-20 were pending in this application, and claims 1, 11, and 16 were the

independent claims. Claims 1, 11, 16, and 17 are amended herein.

STATEMENT OF SUBSTANCE OF INTERVIEW

Applicant’s representatives John Kind (Reg. No. 70,670) and Bailey Meyer conducted a
telephonic interview with Examiner Rada on May 7, 2019. During the interview, pending claim
1 and the rejections to those claims under 35 U.S.C. § 102 in light of references Mahajan were
discussed. No formal agreement was reached, but the examiner indicated that the discussed

amendments would require further search and consideration.

REJECTIONS UNDER 35 U.S.C. § 101

Claims 1-20 were rejected under 35 U.S.C. § 101 as directed to non-statutory subject

matter. In view of the following, these rejections should be withdrawn.

Under the new guidance released by the United States Patent and Trademark Office on
January 7, 2019, the claims must be examined using a two-pronged analysis under Step 2A. See
“2019 Revised Patent Subject Matter Eligibility Guidance” (henceforth “January Guidance™).
The examiner alleges that the claimed subject matter is directed to “following rules or
instructions under Certain Methods of Organizing Human Activity but for recitation of generic
computer components.” OA, p. 2. However, the claimed subject matter is non-abstract as it

does not merely recite an abstract idea a method of organizing human activity.

Step 2A, Prong One
Under Prong One, “examiners should evaluate whether the claim recites a judicial

exception, i.e., an abstract idea, a law of nature, or a natural phenomenon.” See January



Guidance, p. 54. Claim 1 does not recite an abstract idea. Rather, claim 1 recites a method for
using location data and real world condition data to determine “a location for a virtual element in
the virtual world,” “add... the location for the virtual element to a game database,” and
“transmit[], by the server to other mobile devices associated with other players, information for
displaying the virtual element at the location in the virtual world.” Through these steps, the
method of claim 1 incorporates the real world further into the virtual world of the parallel reality
game. This could not be done in the human mind, nor does it describe a mathematical formula or

organization of human activity.

The Office Action asserts that claim 1 pertains to certain methods of organizing human
activity. OA, p. 2. However, claim 1 does not recite a method of organizing of human activity.
The steps of claim 1 describe, among other things, “determining... a location for a virtual
element in the virtual world” and “transmitting. .. information for displaying the virtual element
at the determined location in the virtual world.” While the method may be implemented in the
context of a parallel-reality game, nothing in claim 1 creates a legal obligation nor directs
humans to behave in any particular way. Rather, the claim describes how to add virtual elements
to a virtual world based on location data and real world condition data. Is other words, the focus

of the claim is the virtual world itself, not the players who ultimately interact with it

In sum, claim 1 does not recite an abstract idea. Therefore, claim 1, and claims 11 and
16, which recite similar subject matter, are directed to patent eligible subject matter. The

dependent claims are also eligible by virtue of their dependency.

Step 2A. Prong Two

Under Prong Two, “[a] claim is not ‘directed to’ a judicial exception, and thus is patent

eligible, if the claim as a whole integrates the recited judicial exception into a practical

10



application of that exception.” See January Guidance, p. 53. Even if claim 1 did recite an
abstract idea, which applicant does not concede, it includes additional elements that integrate any
underlying abstract ideas into a practical application. For example, claim 1 recites, inter alia,
“updating the game database to include the virtual element at the determined location” and
“transmitting, by the server to other mobile devices associated with other players, information
for displaying the virtual element at the determined location in the virtual world.” In this way,
the method of claim 1 updates the virtual world of the parallel reality game through “updating
the game database to include the virtual element at the determined location” and “transmitting. ..
information for displaying the virtual element at the determined location.” Therefore, claim 1,
and claims 11 and 16, which recite similar subject matter, are not “directed to” the judicial

exception. The dependent claims are also eligible by virtue of their dependency.

Therefore, in view of these amendments, the Applicant respectfully requests withdrawal

of the rejection.

REJECTIONS UNDER 35 U.S.C. § 102 and/or 35 U.S.C. § 103

Claims 1-6, 11-14, and 1619 were rejected under 35 U.S.C. § 102(b) as anticipated by

Mabhajan et al. (US Pub. No. 2013/0005466). Claim 7 was rejected under 35 U.S.C. § 103(a) as
unpatentable over Mahajan et al. (US Pub. No. 2013/005466) in view of Gahlmgs (US Pub. No.
2013/0227017). Claims 8-9 were rejected under 35 U.S.C. § 103(a) as unpatentable over
Mabhajan et al. (US Pub. No. 2013/005466) in view of Bokor et al. (US Pub. No. 2010/0050237).
Claims 10, 15, and 20 were rejected under 35 U.S.C. § 103(a) as unpatentable over Mahajan et
al. (US Pub. No. 2013/005466) in view of Kolo et al. (US Pub. No. 2012/0244945). These
rejections are respectfully traversed.

Claim 1 has been amended for clarity to recite:

11



hosting, at a server, the parallel reality game, the parallel reality game
including interactions with virtual elements in the virtual world
stored in a game database, the virtual world having a geography
that parallels at least a portion of the geography of the real world
such that a player can navigate the virtual world by moving to
different geographic locations in the real world,;

receiving, at the server, location data indicating a geographic location of a
mobile device associated with a player;

retrieving, by the server, real world condition data associated with one or
more real world conditions;

determining, based on the location data and the real world condition data,
a location for a virtual element in the virtual world;

updating the game database to include the virtual element at the
determined location; and

transmitting, by the server to other mobile devices associated with other
players, information for displaying the virtual element at the
determined location in the virtual world.

Mahajan generally discloses a method of updating virtual worlds based on interactions
between real-world items. See Mahajan, Abstract. The Office Action asserts that Mahajan at
[0066] and [0068]-[0070] describes the claim element “determining a location for a virtual
element in the virtual world based on the location data and the real world condition.” However,
Mahajan merely describes locations, which are “specific physical place[s] in the real world.”
Mahajan, [0066].

This differs from the subject matter of claim 1. In particular, claim 1 recites that a
“location for a virtual element in the virtual world” is determined “based on the location data
and the real world condition data.” The location data indicates “a geographic location of a
mobile device associated with a player.” Thus, claim 1 includes selecting the location of a
virtual element based on the geographic location of a player’s mobile device. In contrast,

Mahajan makes no mention of considering a player’s location when determining the location of

12



virtual elements. Rather, the virtual elements are at pre-determined locations that are “specific
physical place[s] in the real world.” Mahajan, [0066].

In view of these arguments, claim 1, and claims 11 and 16, which recite similar subject
matter, are patentable over Mahajan. The dependent claims are also patentable by virtue of their
dependency. The other cited references do not remedy these deficiencies of Mahajan.

Therefore, these rejections should be withdrawn.

DOUBLE PATENTING REJECTION

Claims 1-20 are rejected on the ground of nonstatutory double patenting as being
unpatentable over claims 1-18 of U.S. Patent No. 9,782,668. Applicant will file a terminal

disclaimer.
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CONCLUSION

Based on the foregoing, the application is in condition for allowance of all claims, and a
Notice of Allowance 1s respectfully requested. If the examiner believes for any reason direct
contact would help advance the prosecution of this case to allowance, the examiner is
encouraged to telephone the undersigned at the number given below.

If extensions of time are necessary to prevent abandonment of this application, then such
extension of time are hereby petitioned under 37 CFR 1.136(a), and any fees required therefore

are hereby authorized to be charged to our Deposit Account 19-2555.

Respectfully submitted,

Dated: May 20, 2019 /John E. Kind/

John E. Kind

Reg. No. 70,670

FENWICK & WEST LLP

801 California Street
Mountain View, CA 94041
Phone: (650) 335-7686
Fax:  (650) 938-5200
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AMENDMENTS TO THE CLAIMS
All pending claims, along with a current status of each, is reproduced below. If

indicated, please amend the claims accordingly.

1. (Currently Amended) A computer-implemented method of locating virtual

elements in a virtual world associated with a parallel reality game, the method comprising:
hosting, at a_server-computing-device, the parallel reality game, the parallel reality game

including interactions with virtual elements in the virtual world stored in a game

database-asseetated-with-the-irtual-werld, the virtual world having a geography
that parallels at least a portion of the geography of the real world such that a
player can navigate the virtual world by moving to different geographic locations
in the real world,

receiving, at the server-by-the eomputins-deviee, location data indicating a geographic
location of a mobile device associated with a player;

retrieving, by the server-cemputing-deviece, real world condition data associated with one
or more real world conditions;

determining, based on the location data and the real world condition data, a location for a

virtual element in the virtual world-based-enthelocation-data-and-the-real-wveosd
Lsion-date:

updating the game database to include the virtual element at the determined location; and

transmitting, by the server eemputing-deviee-to other [[the]] mobile devices associated

with other players-deviee, information for displaying the virtual element at the

determined location in the virtual world.



2. (Previously presented) The computer-implemented method of claim 1, wherein
the real world condition data comprises data associated with aggregate locations of a plurality of
individuals in the real world, and the location of the virtual element is one with high individual

traffic.

3. (Previously presented) The computer-implemented method of claim 2, wherein
the data associated with the aggregate locations of the plurality of individuals comprises a heat

map generated based on the locations of the plurality of individuals in the real world.

4, (Previously presented) The computer-implemented method of claim 2, wherein
determining the location for the virtual element comprises:
determining a number of individuals in an area that includes the location based on the
real world condition data; and
determining the location is one with high individual traffic if the number of individuals in

the area exceeds a threshold.

5. (Previously presented) The computer-implemented method of claim 1, wherein
the real world condition data comprises data associated with one or more of locations of cultural,

recreational, or commercial value.

6. (Previously presented) The computer-implemented method of claim 1, wherein

the real world condition data comprises road map data.

7. (Previously presented) The computer-implemented method of claim 1, wherein

the real world condition data comprises hazard data.



8. (Previously presented) The computer-implemented method of claim 1, wherein

the real world condition data comprises weather data.

9. (Previously presented) The computer-implemented method of claim 1, wherein

the real world condition data comprises event calendar data.

10.  (Previously presented) The computer-implemented method of claim 1, wherein
determining the location for the virtual element comprises:
predicting a player’s travel path in the virtual world based on the geographic location of
the mobile device associated with the player; and

selecting a location in the virtual world in the player’s travel path as the location.

11.  (Currently Amended) A computer-based system for implementing a parallel
reality game, the computer-based system comprising:
a game server operable to host a parallel reality game, the game server having
one or more computer-readable media, one or more processors, and a

network interface, the parallel reality game including interactions with

virtual elements in a virtual world stored in a game database, the

havinga virtual world having a geography that parallels at least a
portion of the geography of the real world such that a player can
navigate the virtual world by moving to different geographic locations
in the real world;

the game server configured to:



receive, via a network interface, location data indicating a
geographic location of a mobile device associated with a
player;

access a data source storing real world condition data associated
with one or more real world conditions;

determine, based on the location data and the real world condition

data, a location for a virtual element in the virtual world
l ] hel ond Ly | 14 e
data; and

update the game database to include the virtual element at the

determined location; and

transmit, to [[the]] other mobile devices associated with other

players-deviee via the network interface, information for
displaying the virtual element at the determined location in

the virtual world.

12.  (Previously presented) The computer-based system of claim 11, wherein the real
world condition data comprises data associated with aggregate locations of a plurality of
individuals in the real world, and the location of the virtual element is one with high individual

traffic.

13.  (Previously presented) The computer-based system of claim 12, wherein the data
associated with the aggregate locations of the plurality of individuals comprises a heat map

generated based on the locations of the plurality of individuals in the real world.



14.  (Previously presented) The computer-based system of claim 12, wherein the game
server determines the location for the virtual element by performing operations including:
determining a number of individuals in an area that includes the location based on the
real world condition data; and
determining the location is one with high individual traffic if the number of individuals in

the area exceeds a threshold.

15.  (Previously presented) The computer-based system of claim 11, wherein the game
server determines the location for the virtual element by performing operations including:
predicting a player’s travel path in the virtual world based on the geographic location of
the mobile device associated with the player; and

selecting a location in the virtual world in the player’s travel path as the location.

16. (Currently Amended) A tangible, non-transitory computer-readable medium
storing computer-readable instructions for execution by one or more processors, causing the one
or more processors to perform operations for locating virtual elements in a virtual world

associated with a parallel reality game, the parallel reality game including interactions with

virtual elements in the virtual world stored in a game database, the virtual world having a

geography that parallels at least a portion of the geography of the real world such that a player
can navigate the virtual world by moving to different geographic locations in the real world, the
operations comprising:
receiving location data indicating a geographic location of a mobile device associated
with a player;

retrieving real world condition data associated with one or more real world conditions;



determining, based on the location data and the real world condition data, a location for a

virtual element in the virtual world-based-en-thelocation-data-and-therealweotd
condition-data; and

updating the same database to include the virtual element at the determined location: and

transmitting, to [[the]] other mobile devtee-devices associated with other players,

information to display the virtual element at the determined location in the virtual

world.

17. (Currently Amended) The tangible, non-transitory computer-readable medium of
claim 16, wherein the real world condition data comprises data associated with aggregate
locations of a plurality of individuals in the real world, and the location of the virtual element is

one with [[with]] high individual traffic.

18.  (Previously presented) The tangible, non-transitory computer-readable medium of
claim 17, wherein the data associated with the aggregate locations of the plurality of individuals
comprises a heat map generated based on the locations of the plurality of individuals in the real

world.

19.  (Previously presented) The tangible, non-transitory computer-readable medium of
claim 17, wherein determining the location for the virtual element comprises:
determining a number of individuals in an area that includes the location based on the
real world condition data; and
determining the location is one with high individual traffic if the number of individuals in

the area exceeds a threshold.



20.  (Previously presented) The tangible, non-transitory computer-readable medium of
claim 16, wherein determining the location for the virtual element comprises:
predicting a player’s travel path in the virtual world based on the geographic location of
the mobile device associated with the player; and

selecting a location in the virtual world in the player’s travel path as the location.
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